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whether an oath or declaration governs 
the information). Thus, the Office shall 
generally, for example, not look to an 
oath or declaration under § 1.63 to see if 
the bibliographic information con-
tained therein is consistent with the 
bibliographic information captured 
from an application data sheet (wheth-
er the oath or declaration is submitted 
prior to or subsequent to the applica-
tion data sheet). Captured biblio-
graphic information derived from an 
application data sheet containing er-
rors may be corrected if applicant sub-
mits a request therefor and a supple-
mental application data sheet. 

[65 FR 54668, Sept. 8, 2000, as amended at 65 
FR 57054, Sept. 20, 2000; 69 FR 56540, Sept. 21, 
2004; 70 FR 54266, Sept. 14, 2005;; 72 FR 46837, 
Aug. 21, 2007] 

§ 1.77 Arrangement of application ele-
ments. 

(a) The elements of the application, 
if applicable, should appear in the fol-
lowing order: 

(1) Utility application transmittal 
form. 

(2) Fee transmittal form. 
(3) Application data sheet (see § 1.76). 
(4) Specification. 
(5) Drawings. 
(6) Executed oath or declaration. 
(b) The specification should include 

the following sections in order: 
(1) Title of the invention, which may 

be accompanied by an introductory 
portion stating the name, citizenship, 
and residence of the applicant (unless 
included in the application data sheet). 

(2) Cross-reference to related applica-
tions (unless included in the applica-
tion data sheet). 

(3) Statement regarding federally 
sponsored research or development. 

(4) The names of the parties to a 
joint research agreement. 

(5) Reference to a ‘‘Sequence List-
ing,’’ a table, or a computer program 
listing appendix submitted on a com-
pact disc and an incorporation-by-ref-
erence of the material on the compact 
disc (see § 1.52(e)(5)). The total number 
of compact discs including duplicates 
and the files on each compact disc shall 
be specified. 

(6) Background of the invention. 
(7) Brief summary of the invention. 

(8) Brief description of the several 
views of the drawing. 

(9) Detailed description of the inven-
tion. 

(10) A claim or claims. 
(11) Abstract of the disclosure. 
(12) ‘‘Sequence Listing,’’ if on paper 

(see §§ 1.821 through 1.825). 
(c) The text of the specification sec-

tions defined in paragraphs (b)(1) 
through (b)(12) of this section, if appli-
cable, should be preceded by a section 
heading in uppercase and without un-
derlining or bold type. 

[65 FR 54668, Sept. 8, 2000, as amended at 70 
FR 1823, Jan. 11, 2005] 

§ 1.78 Claiming benefit of earlier filing 
date and cross-references to other 
applications. 

(a) Definitions—(1) Continuing applica-
tion. A continuing application is a non-
provisional application or an inter-
national application designating the 
United States of America that claims 
the benefit under 35 U.S.C. 120, 121, or 
365(c) of a prior-filed nonprovisional 
application or international applica-
tion designating the United States of 
America. An application that does not 
claim the benefit under 35 U.S.C. 120, 
121, or 365(c) of a prior-filed application 
is not a continuing application even if 
the application claims the benefit 
under 35 U.S.C. 119(e) of a provisional 
application, claims priority under 35 
U.S.C. 119(a)-(d) or 365(b) to a foreign 
application, or claims priority under 35 
U.S.C. 365(a) or (b) to an international 
application designating at least one 
country other than the United States 
of America. 

(2) Divisional application. A divisional 
application is a continuing application 
as defined in paragraph (a)(1) of this 
section that discloses and claims only 
an invention or inventions that were 
disclosed and claimed in a prior-filed 
application, but were subject to a re-
quirement to comply with the require-
ment of unity of invention under PCT 
Rule 13 or a requirement for restriction 
under 35 U.S.C. 121 in the prior-filed ap-
plication, and were not elected for ex-
amination and were not examined in 
any prior-filed application. 

(3) Continuation application. A con-
tinuation application is a continuing 
application as defined in paragraph 

VerDate Aug<31>2005 08:22 Aug 14, 2008 Jkt 214138 PO 00000 Frm 00077 Fmt 8010 Sfmt 8010 Y:\SGML\214138.XXX 214138rf
re

de
ric

k 
on

 P
R

O
D

1P
C

67
 w

ith
 C

F
R



68 

37 CFR Ch. I (7–1–08 Edition) § 1.78 

(a)(1) of this section that discloses and 
claims only an invention or inventions 
that were disclosed in the prior-filed 
application. 

(4) Continuation-in-part application. A 
continuation-in-part application is a 
continuing application as defined in 
paragraph (a)(1) of this section that 
discloses subject matter that was not 
disclosed in the prior-filed application. 

(b) Claims under 35 U.S.C. 119(e) for the 
benefit of a prior-filed provisional appli-
cation. A nonprovisional application, 
other than for a design patent, or an 
international application designating 
the United States of America may 
claim the benefit of one or more prior- 
filed provisional applications under the 
conditions set forth in 35 U.S.C. 119(e) 
and paragraph (b) of this section. 

(1) The nonprovisional application or 
international application designating 
the United States of America must be 
filed not later than twelve months 
after the date on which the provisional 
application was filed. This twelve- 
month period is subject to 35 U.S.C. 
21(b) and § 1.7(a). 

(2) Each prior-filed provisional appli-
cation must name as an inventor at 
least one inventor named in the later- 
filed application. In addition, each 
prior-filed provisional application must 
be entitled to a filing date as set forth 
in § 1.53(c) and the basic filing fee set 
forth in § 1.16(d) must have been paid 
for such provisional application within 
the time period set forth in § 1.53(g). 

(3) Any nonprovisional application or 
international application designating 
the United States of America that 
claims the benefit of one or more prior- 
filed provisional applications must 
contain or be amended to contain a ref-
erence to each such prior-filed provi-
sional application, identifying it by the 
provisional application number (con-
sisting of series code and serial num-
ber). If the later-filed application is a 
nonprovisional application, the ref-
erence required by this paragraph must 
be included in an application data 
sheet (§ 1.76), or the specification must 
contain or be amended to contain such 
reference in the first sentence(s) fol-
lowing the title. 

(4) The reference required by para-
graph (b)(3) of this section must be sub-
mitted during the pendency of the 

later-filed application. If the later-filed 
application is an application filed 
under 35 U.S.C. 111(a), this reference 
must also be submitted within the 
later of four months from the actual 
filing date of the later-filed application 
or sixteen months from the filing date 
of the prior-filed provisional applica-
tion. If the later-filed application is a 
nonprovisional application which en-
tered the national stage from an inter-
national application after compliance 
with 35 U.S.C. 371, this reference must 
also be submitted within the later of 
four months from the date on which 
the national stage commenced under 35 
U.S.C. 371(b) or (f) in the later-filed 
international application or sixteen 
months from the filing date of the 
prior-filed provisional application. Ex-
cept as provided in paragraph (c) of 
this section, failure to timely submit 
the reference is considered a waiver of 
any benefit under 35 U.S.C. 119(e) of the 
prior-filed provisional application. The 
time periods in this paragraph do not 
apply if the later-filed application is: 

(i) An application filed under 35 
U.S.C. 111(a) before November 29, 2000; 
or 

(ii) An international application filed 
under 35 U.S.C. 363 before November 29, 
2000. 

(5) If the prior-filed provisional appli-
cation was filed in a language other 
than English and both an English-lan-
guage translation of the prior-filed pro-
visional application and a statement 
that the translation is accurate were 
not previously filed in the prior-filed 
provisional application, applicant will 
be notified and given a period of time 
within which to file the translation 
and the statement in the prior-filed 
provisional application. If the notice is 
mailed in a pending nonprovisional ap-
plication, a timely reply to such a no-
tice must include the filing in the non-
provisional application of either a con-
firmation that the translation and 
statement were filed in the provisional 
application, or an amendment or sup-
plemental application data sheet with-
drawing the benefit claim, or the non-
provisional application will be aban-
doned. The translation and statement 
may be filed in the provisional applica-
tion, even if the provisional applica-
tion has become abandoned. 
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(c) Delayed claims under 35 U.S.C. 
119(e) for the benefit of a prior-filed provi-
sional application. If the reference re-
quired by 35 U.S.C. 119(e) and para-
graph (b)(3) of this section is presented 
in a nonprovisional application after 
the time period provided by paragraph 
(b)(4) of this section, the claim under 35 
U.S.C. 119(e) for the benefit of a prior- 
filed provisional application may be ac-
cepted if submitted during the pend-
ency of the later-filed application and 
if the reference identifying the prior- 
filed application by provisional appli-
cation number was unintentionally de-
layed. A petition to accept an uninten-
tionally delayed claim under 35 U.S.C. 
119(e) for the benefit of a prior-filed 
provisional application must be accom-
panied by: 

(1) The reference required by 35 
U.S.C. 119(e) and paragraph (b)(3) of 
this section to the prior-filed provi-
sional application, unless previously 
submitted; 

(2) The surcharge set forth in § 1.17(t); 
and 

(3) A statement that the entire delay 
between the date the claim was due 
under paragraph (b)(4) of this section 
and the date the claim was filed was 
unintentional. The Director may re-
quire additional information where 
there is a question whether the delay 
was unintentional. 

(d) Claims under 35 U.S.C. 120, 121, or 
365(c) for the benefit of a prior-filed non-
provisional or international application. 
A nonprovisional application (includ-
ing an international application that 
has entered the national stage after 
compliance with 35 U.S.C. 371) may 
claim the benefit of one or more prior- 
filed copending nonprovisional applica-
tions or international applications des-
ignating the United States of America 
under the conditions set forth in 35 
U.S.C. 120 and paragraph (d) of this sec-
tion. 

(1) A nonprovisional application that 
claims the benefit of one or more prior- 
filed copending nonprovisional applica-
tions or international applications des-
ignating the United States of America 
must satisfy the conditions set forth in 
at least one of paragraphs (d)(1)(i) 
through (d)(1)(vi) of this section. The 
Office will refuse to enter, or will de-
lete if present, any specific reference to 

a prior-filed application that is not per-
mitted by at least one of paragraphs 
(d)(1)(i) through (d)(1)(vi) of this sec-
tion. The Office’s entry of, or failure to 
delete, a specific reference to a prior- 
filed application that is not permitted 
by at least one of paragraphs (d)(1)(i) 
through (d)(1)(vi) of this section does 
not constitute a waiver of the provi-
sions of paragraph (d)(1) of this section. 

(i)(A) The nonprovisional application 
is either a continuation application as 
defined in paragraph (a)(3) of this sec-
tion or a continuation-in-part applica-
tion as defined in paragraph (a)(4) of 
this section that claims the benefit 
under 35 U.S.C. 120, 121, or 365(c) of no 
more than two prior-filed applications; 
and 

(B) Any application whose benefit is 
claimed under 35 U.S.C. 120, 121, or 
365(c) in such nonprovisional applica-
tion has its benefit claimed in no more 
than one other nonprovisional applica-
tion, not including any nonprovisional 
application that satisfies the condi-
tions set forth in paragraph (d)(1)(ii), 
(d)(1)(iii) or (d)(1)(vi) of this section. 

(ii)(A) The nonprovisional applica-
tion is a divisional application as de-
fined in paragraph (a)(2) of this section 
that claims the benefit under 35 U.S.C. 
120, 121, or 365(c) of a prior-filed appli-
cation that was subject to a require-
ment to comply with the requirement 
of unity of invention under PCT Rule 
13 or a requirement for restriction 
under 35 U.S.C. 121; and 

(B) The divisional application con-
tains only claims directed to an inven-
tion or inventions that were identified 
in such requirement to comply with 
the requirement of unity of invention 
or requirement for restriction but were 
not elected for examination and were 
not examined in the prior-filed applica-
tion or in any other nonprovisional ap-
plication, except for a nonprovisional 
application that claims the benefit 
under 35 U.S.C. 120, 121, or 365(c) of such 
divisional application and satisfies the 
conditions set forth in paragraph 
(d)(1)(iii) or (d)(1)(vi) of this section. 

(iii)(A) The nonprovisional applica-
tion is a continuation application as 
defined in paragraph (a)(3) of this sec-
tion that claims the benefit under 35 
U.S.C. 120, 121, or 365(c) of a divisional 
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application that satisfies the condi-
tions set forth in paragraph (d)(1)(ii) of 
this section; 

(B) The nonprovisional application 
discloses and claims only an invention 
or inventions that were disclosed and 
claimed in such divisional application; 

(C) The nonprovisional application 
claims the benefit under 35 U.S.C. 120, 
121, or 365(c) of only the divisional ap-
plication, any application to which 
such divisional application claims ben-
efit under 35 U.S.C. 120, 121, or 365(c) in 
compliance with the conditions set 
forth in paragraph (d)(1)(ii) of this sec-
tion, and no more than one intervening 
prior-filed nonprovisional application; 
and 

(D) The divisional application whose 
benefit is claimed under 35 U.S.C. 120, 
121, or 365(c) in such nonprovisional ap-
plication has its benefit claimed in no 
more than one other nonprovisional ap-
plication, not including any other divi-
sional application that satisfies the 
conditions set forth in paragraph 
(d)(1)(ii) or any nonprovisional applica-
tion that claims the benefit under 35 
U.S.C. 120 or 365(c) of such other divi-
sional application and satisfies the 
conditions set forth in paragraph 
(d)(1)(iii) or (d)(1)(vi) of this section. 

(iv)(A) The nonprovisional applica-
tion claims benefit under 35 U.S.C. 120 
or 365(c) of a prior-filed international 
application designating the United 
States of America, and a Demand has 
not been filed and the basic national 
fee (§ 1.492(a)) has not been paid in the 
prior-filed international application 
and the prior-filed international appli-
cation does not claim the benefit of 
any other nonprovisional application 
or international application desig-
nating the United States of America; 

(B) The nonprovisional application is 
either a continuation application as 
defined in paragraph (a)(3) of this sec-
tion or a continuation-in-part applica-
tion as defined in paragraph (a)(4) of 
this section that claims the benefit 
under 35 U.S.C. 120, 121, or 365(c) of no 
more than three prior-filed applica-
tions; and 

(C) Any application whose benefit is 
claimed under 35 U.S.C. 120, 121, or 
365(c) in such nonprovisional applica-
tion has its benefit claimed in no more 
than two other nonprovisional applica-

tions, not including any nonprovisional 
application that satisfies the condi-
tions set forth in paragraph (d)(1)(ii), 
(d)(1)(iii) or (d)(1)(vi) of this section. 

(v)(A) The nonprovisional application 
claims benefit under 35 U.S.C. 120 or 
365(c) of a prior-filed nonprovisional 
application filed under 35 U.S.C. 111(a), 
and such nonprovisional application 
became abandoned due to the failure to 
timely reply to an Office notice issued 
under § 1.53(f) and does not claim the 
benefit of any other nonprovisional ap-
plication or international application 
designating the United States of Amer-
ica; 

(B) The nonprovisional application is 
either a continuation application as 
defined in paragraph (a)(3) of this sec-
tion or a continuation-in-part applica-
tion as defined in paragraph (a)(4) of 
this section that claims the benefit 
under 35 U.S.C. 120, 121, or 365(c) of no 
more than three prior-filed applica-
tions; and 

(C) Any application whose benefit is 
claimed under 35 U.S.C. 120, 121, or 
365(c) in such nonprovisional applica-
tion has its benefit claimed in no more 
than two other nonprovisional applica-
tions, not including any nonprovisional 
application that satisfies the condi-
tions set forth in paragraph (d)(1)(ii), 
(d)(1)(iii) or (d)(1)(vi) of this section. 

(vi) The nonprovisional application is 
a continuing application as defined in 
paragraph (a)(1) of this section that 
claims the benefit under 35 U.S.C. 120, 
121, or 365(c) of a prior-filed applica-
tion, is filed to obtain consideration of 
an amendment, argument, or evidence 
that could not have been submitted 
during the prosecution of the prior- 
filed application, and does not satisfy 
the conditions set forth in any of para-
graphs (d)(1)(i) through (d)(1)(v) of this 
section. A petition must be filed in 
such nonprovisional application that is 
accompanied by the fee set forth in 
§ 1.17(f) and a showing that the amend-
ment, argument, or evidence sought to 
be entered could not have been sub-
mitted during the prosecution of the 
prior-filed application. If the con-
tinuing application is an application 
filed under 35 U.S.C. 111(a), this peti-
tion must be submitted within four 
months from the actual filing date of 
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the continuing application. If the con-
tinuing application is a nonprovisional 
application which entered the national 
stage from an international application 
after compliance with 35 U.S.C. 371, 
this petition must be submitted within 
four months from the date on which 
the national stage commenced under 35 
U.S.C. 371(b) or (f) in the international 
application. 

(2) Each prior-filed application must 
name as an inventor at least one inven-
tor named in the later-filed applica-
tion. In addition, each prior-filed appli-
cation must either be: 

(i) An international application enti-
tled to a filing date in accordance with 
PCT Article 11 and designating the 
United States of America; or 

(ii) A nonprovisional application 
under 35 U.S.C. 111(a) that is entitled 
to a filing date as set forth in § 1.53(b) 
or § 1.53(d) for which the basic filing fee 
set forth in § 1.16 has been paid within 
the pendency of the application. 

(3) Except for a continued prosecu-
tion application filed under § 1.53(d), 
any nonprovisional application, or 
international application designating 
the United States of America, that 
claims the benefit of one or more prior- 
filed nonprovisional applications or 
international applications designating 
the United States of America must 
contain or be amended to contain a ref-
erence to each such prior-filed applica-
tion, identifying it by application num-
ber (consisting of the series code and 
serial number) or international appli-
cation number and international filing 
date. The reference must also identify 
the relationship of the applications 
(i.e., whether the later-filed application 
is a continuation, divisional, or con-
tinuation-in-part of the prior-filed non-
provisional application or inter-
national application). If an application 
is identified as a continuation-in-part 
application, the applicant must iden-
tify the claim or claims in the continu-
ation-in-part application for which the 
subject matter is disclosed in the man-
ner provided by the first paragraph of 
35 U.S.C. 112 in the prior-filed applica-
tion. If the later-filed application is a 
nonprovisional application, the ref-
erence required by this paragraph must 
be included in an application data 
sheet (§ 1.76), or the specification must 

contain or be amended to contain such 
reference in the first sentence(s) fol-
lowing the title. 

(4) The reference required by 35 
U.S.C. 120 and paragraph (d)(3) of this 
section must be submitted during the 
pendency of the later-filed application. 
If the later-filed application is an ap-
plication filed under 35 U.S.C. 111(a), 
this reference must also be submitted 
within the later of four months from 
the actual filing date of the later-filed 
application or sixteen months from the 
filing date of the prior-filed applica-
tion. If the later-filed application is a 
nonprovisional application which en-
tered the national stage from an inter-
national application after compliance 
with 35 U.S.C. 371, this reference must 
also be submitted within the later of 
four months from the date on which 
the national stage commenced under 35 
U.S.C. 371(b) or (f) in the later-filed 
international application or sixteen 
months from the filing date of the 
prior-filed application. Except as pro-
vided in paragraph (e) of this section, 
failure to timely submit the reference 
required by 35 U.S.C. 120 and paragraph 
(d)(3) of this section is considered a 
waiver of any benefit under 35 U.S.C. 
120, 121, or 365(c) to the prior-filed ap-
plication. The time periods in this 
paragraph do not apply if the later- 
filed application is: 

(i) An application for a design patent; 
(ii) An application filed under 35 

U.S.C. 111(a) before November 29, 2000; 
or 

(iii) An international application 
filed under 35 U.S.C. 363 before Novem-
ber 29, 2000. 

(5) The request for a continued pros-
ecution application under § 1.53(d) is 
the specific reference required by 35 
U.S.C. 120 to the prior-filed application. 
The identification of an application by 
application number under this section 
is the identification of every applica-
tion assigned that application number 
necessary for a specific reference re-
quired by 35 U.S.C. 120 to every such 
application assigned that application 
number. 

(6) Cross-references to other related 
applications may be made when appro-
priate. Cross-references to applications 
for which a benefit is not claimed 
under title 35, United States Code, 
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must be located in a paragraph that is 
separate from the paragraph con-
taining the references to applications 
for which a benefit is claimed under 35 
U.S.C. 119(e), 120, 121, or 365(c) that is 
required by 35 U.S.C. 119(e) or 120 and 
this section. 

(e) Delayed claims under 35 U.S.C. 120, 
121, or 365(c) for the benefit of a prior- 
filed nonprovisional application or inter-
national application. If the reference re-
quired by 35 U.S.C. 120 and paragraph 
(d)(3) of this section is presented after 
the time period provided by paragraph 
(d)(4) of this section, the claim under 35 
U.S.C. 120, 121, or 365(c) for the benefit 
of a prior-filed copending nonprovi-
sional application or international ap-
plication designating the United States 
of America may be accepted if the ref-
erence identifying the prior-filed appli-
cation by application number or inter-
national application number and inter-
national filing date was unintention-
ally delayed. A petition to accept an 
unintentionally delayed claim under 35 
U.S.C. 120, 121, or 365(c) for the benefit 
of a prior-filed application must be ac-
companied by: 

(1) The reference required by 35 
U.S.C. 120 and paragraph (d)(3) of this 
section to the prior-filed application, 
unless previously submitted; 

(2) The surcharge set forth in § 1.17(t); 
and 

(3) A statement that the entire delay 
between the date the claim was due 
under paragraph (d)(4) of this section 
and the date the claim was filed was 
unintentional. The Director may re-
quire additional information where 
there is a question whether the delay 
was unintentional. 

(f) Applications and patents naming at 
least one inventor in common. (1)(i) The 
applicant in a nonprovisional applica-
tion that has not been allowed (§ 1.311) 
must identify by application number 
(i.e., series code and serial number) and 
patent number (if applicable) each 
other pending or patented nonprovi-
sional application, in a separate paper, 
for which the following conditions are 
met: 

(A) The nonprovisional application 
has a filing date that is the same as or 
within two months of the filing date of 
the other pending or patented non-
provisional application, taking into ac-

count any filing date for which a ben-
efit is sought under title 35, United 
States Code; 

(B) The nonprovisional application 
names at least one inventor in common 
with the other pending or patented 
nonprovisional application; and 

(C) The nonprovisional application is 
owned by the same person, or subject 
to an obligation of assignment to the 
same person, as the other pending or 
patented nonprovisional application. 

(ii) The identification of such one or 
more other pending or patented non-
provisional applications if required by 
paragraph (f)(1)(i) of this section must 
be submitted within the later of: 

(A) Four months from the actual fil-
ing date in a nonprovisional applica-
tion filed under 35 U.S.C. 111(a); 

(B) Four months from the date on 
which the national stage commenced 
under 35 U.S.C. 371(b) or (f) in a non-
provisional application entering the 
national stage from an international 
application under 35 U.S.C. 371; or 

(C) Two months from the mailing 
date of the initial filing receipt in such 
other nonprovisional application for 
which identification is required by 
paragraph (f)(1)(i) of this section. 

(2)(i) A rebuttable presumption shall 
exist that a nonprovisional application 
contains at least one claim that is not 
patentably distinct from at least one of 
the claims in another pending or pat-
ented nonprovisional application if the 
following conditions are met: 

(A) The nonprovisional application 
has a filing date that is the same as the 
filing date of the other pending or pat-
ented nonprovisional application, tak-
ing into account any filing date for 
which a benefit is sought under title 35, 
United States Code; 

(B) The nonprovisional application 
names at least one inventor in common 
with the other pending or patented 
nonprovisional application; 

(C) The nonprovisional application is 
owned by the same person, or subject 
to an obligation of assignment to the 
same person, as the other pending or 
patented nonprovisional application; 
and 
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(D) The nonprovisional application 
and the other pending or patented non-
provisional application contain sub-
stantial overlapping disclosure. Sub-
stantial overlapping disclosure exists if 
the other pending or patented non-
provisional application has written de-
scription support under the first para-
graph of 35 U.S.C. 112 for at least one 
claim in the nonprovisional applica-
tion. 

(ii) If the conditions specified in 
paragraph (f)(2)(i) of this section exist, 
the applicant in the nonprovisional ap-
plication must, unless the nonprovi-
sional application has been allowed 
(§ 1.311), take one of the following ac-
tions within the time period specified 
in paragraph (f)(2)(iii) of this section: 

(A) Rebut this presumption by ex-
plaining how the application contains 
only claims that are patentably dis-
tinct from the claims in each of such 
other pending nonprovisional applica-
tions or patents; or 

(B) Submit a terminal disclaimer in 
accordance with § 1.321(c). In addition, 
where one or more other pending non-
provisional applications have been 
identified, the applicant must explain 
why there are two or more pending 
nonprovisional applications naming at 
least one inventor in common and 
owned by the same person, or subject 
to an obligation of assignment to the 
same person, which contain patentably 
indistinct claims. 

(iii) If the conditions specified in 
paragraph (f)(2)(i) of this section exist, 
the applicant in the nonprovisional ap-
plication must, unless the nonprovi-
sional application has been allowed 
(§ 1.311), take one of the actions speci-
fied in paragraph (f)(2)(ii) of this sec-
tion within the later of: 

(A) Four months from the actual fil-
ing date of a nonprovisional applica-
tion filed under 35 U.S.C. 111(a); 

(B) Four months from the date on 
which the national stage commenced 
under 35 U.S.C. 371(b) or (f) in a non-
provisional application entering the 
national stage from an international 
application under 35 U.S.C. 371; 

(C) The date on which a claim that is 
not patentably distinct from at least 
one of the claims in the one or more 
other pending or patented nonprovi-
sional applications is presented; or 

(D) Two months from the mailing 
date of the initial filing receipt in the 
one or more other pending or patented 
nonprovisional applications. 

(3) In the absence of good and suffi-
cient reason for there being two or 
more pending nonprovisional applica-
tions owned by the same person, or 
subject to an obligation of assignment 
to the same person, which contain 
patentably indistinct claims, the Office 
may require elimination of the 
patentably indistinct claims from all 
but one of the applications. 

(g) Applications or patents under reex-
amination naming different inventors and 
containing patentably indistinct claims. If 
an application or a patent under reex-
amination and at least one other appli-
cation naming different inventors are 
owned by the same party and contain 
patentably indistinct claims, and there 
is no statement of record indicating 
that the claimed inventions were com-
monly owned or subject to an obliga-
tion of assignment to the same person 
at the time the later invention was 
made, the Office may require the as-
signee to state whether the claimed in-
ventions were commonly owned or sub-
ject to an obligation of assignment to 
the same person at the time the later 
invention was made, and if not, indi-
cate which named inventor is the prior 
inventor. 

(h) Parties to a joint research agree-
ment. If an application discloses or is 
amended to disclose the names of par-
ties to a joint research agreement 
under 35 U.S.C. 103(c)(2)(C), the parties 
to the joint research agreement are 
considered to be the same person for 
purposes of this section. If the applica-
tion is amended to disclose the names 
of parties to a joint research agree-
ment, the identification of such one or 
more other nonprovisional applications 
as required by paragraph (f)(1) of this 
section must be submitted with such 
amendment unless such identification 
is or has been submitted within the 
four-month period specified in para-
graph (f)(1) of this section. 

(i) Time periods not extendable: The 
time periods set forth in this section 
are not extendable. 

[72 FR 46837, Aug. 21, 2007] 
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